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abuse its discretion. Even though Hart-
ford suffers from a structural conflict of
interest, it took active steps to reduce po-
tential bias during the procedural review
of Hunley’s file. It paid benefits during its
review of Hunley’s file, it considered re-
strictions submitted by Hunley’s treating
physician, and it conducted a comprehen-
sive peer review. (Dkt. 21, Exhibit 1, AR-
0047, 0179-0181, 0345-0347). According-
ly, it is

ORDERED that Defendant’s Motion for
Final Summary Judgment is GRANTED.
The Clerk of the Court is directed to enter
judgment for the Defendant and against
the Plaintiff on the Plaintiff’s action.
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JOHNSON & JOHNSON VISION
CARE, INC., Plaintiff and
Counterclaim Defendant,

V.

CIBA VISION CORPORATION,
Defendant Counterclaim
Plaintiff.

Case Nos. 3:05-cv-135-J-32TEM,
3:06—cv-301-J-32TEM.

United States District Court,
M.D. Florida,
Jacksonville Division.

April 27, 2010.

Background: Competitor brought action
against patent owner, seeking declaratory
judgment that competitor did not infringe
patents pertaining to extended-wear con-
tact lenses and related methodology, and
claiming that certain of owner’s patents
were invalid. Owner counterclaimed alleg-
ing infringement of its patents and assert-
ed various defenses to infringement of
competitor’s patent. After court deter-
mined that competitor infringed two of
owner’s patents, 648 F.Supp.2d 1294, own-

er moved for permanent injunction prohib-
iting competitor from future sales of in-
fringing product.

Holdings: The District Court, Timothy J.
Corrigan, J., held that:

(1) owner failed to establish that it would
be irreparably harmed if permanent
injunction did not issue, or that mone-
tary damages in the form of reasonable
royalty would be inadequate to com-
pensate patentee for future injuries,
and

(2) public interest would be disserved by
permanent injunction.

Motion denied.

1. Patents =317

A patent plaintiff seeking a perma-
nent injunction must demonstrate: (1) that
it has suffered an irreparable injury; (2)
that remedies at law, such as monetary
damages, are inadequate to compensate
for that injury; (3) that, considering the
balance of hardships between the plaintiff
and defendant, a remedy in equity is war-
ranted; and (4) that the public interest
would not be disserved by a permanent
injunction.

2. Patents ¢=317

Patent owner failed to establish that it
would be irreparably harmed if permanent
injunction did not issue, or that monetary
damages in the form of reasonable royalty
would be inadequate to compensate owner
for future injuries, as required for perma-
nent injunction prohibiting competitor’s
sale of infringing extended-wear contact
lens product in infringement action; owner
either previously offered or actually en-
tered into licensing agreements involving
infringed patents with its three major do-
mestic rivals, including competitor, and
with two foreign manufacturers, and while
licenses with domestic rivals occurred in
litigation context, the licenses with foreign
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manufacturers, at the same royalty rates,
did not.

3. Patents €=317

The mere fact that a patent holder
has previously licensed the patent to one
party does not create a bar to the patent
holder seeking permanent injunctive relief
against a different, infringing competitor.

4. Patents e=317

Potential adverse medical, practical,
and economic consequences for millions of
patients who used infringing extended-
wear contact lenses established that public
interest would be disserved by permanent
injunction in infringement action prohibit-
ing competitor’s sale of infringing lenses;
estimated $80 cost for refitting each of the
five and one-half million patients who used
infringing lenses would result in total cost
of close to $500 million, and some patients
might try to avoid cost and inconvenience
of refitting by wearing lenses longer than
recommended before replacing them, or by
trying to find substitute over internet
without valid prescription, which would put
health of patients’ eyes at risk.

Patents €=328(2)
5,760,100, 5,849,811, 6,951,894. Cited.

Charles R. Work, Raphael V. Lupo,
Thomas P. Steindler, MecDermott, Will &
Emery, Washington, DC, Rutledge Rich-
ardson Liles, Liles, Gavin, Costantino &
George, Jacksonville, FL,, for Plaintiff.

ORDER

TIMOTHY J. CORRIGAN, District
Judge.

Before the Court is CIBA Vision Corpo-
ration’s (“CIBA”) Motion for Permanent

1. The Court determined that J & J's ACU-
VUE®OASYS lens infringes CIBA’s United
States Patent Nos. 5,849,811 and 6,951,894,
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Injunction (Doc. 319) which seeks to enjoin
Johnson & Johnson Vision Care, Inc. (“J &
J”) from future sales of the contact lens
product which the Court has found to be
infringing, J & J’'s ACUVUE®OASYS.
See Johnson & Johnson Vision Care, Inc.
v. CIBA Vision Corp., 648 F.Supp.2d 1294
(M.D.Fla.2009) ! After receiving the par-
ties’ papers both in support of and opposi-
tion to the Motion for Permanent Injunc-
tion (Docs. 319, 320, 347, 364, S-75, S-80),
and allowing discovery, the Court conduct-
ed a two day evidentiary hearing on March
22-23, 2010, at which nine witnesses testi-
fied and the Court received one hundred
fifteen exhibits in evidence. The entire
record of the evidentiary hearing (Docs.
375, 376, 378, 379) and the parties’ briefs
are incorporated by reference.

[11 In eBay Inc. v. MercExchange,
L.L.C, 547 U.S. 388, 126 S.Ct. 1837, 164
L.Ed.2d 641 (2006), the Supreme Court
held that in patent cases, a plaintiff seek-
ing a permanent injunction must satisfy
the same four-factor test applicable to oth-
er requests for permanent injunctive re-
lief:

A [patent] plaintiff must demonstrate:

(1) that it has suffered an irreparable

injury; (2) that remedies at law, such as

monetary damages, are inadequate to
compensate for that injury; (3) that,
considering the balance of hardships be-

tween the plaintiff and defendant, a

remedy in equity is warranted; and (4)

that the public interest would not be

disserved by a permanent injunction.

Id. at 391, 126 S.Ct. 1837. The patent
plaintiff bears the burden of proving its
entitlement to a permanent injunction.
See Voda v. Cordis Corp., 536 F.3d 1311,
1329 (Fed.Cir.2008).

and does not infringe CIBA’s United States
Patent No. 5,760,100 (‘Nicolson patents”).
(Docs. 313, 330 at 11-13.)
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[2,3] In many cases, and in this one,
the issues of irreparable injury and the
adequacy of monetary damages necessarily
overlap. MercExchange, L.L.C. v. eBay,
Inc., 500 F.Supp.2d 556, 569 n. 11 (E.D.Va.
2007). While a number of irreparable
harm arguments were made at the hear-
ing, the Court focuses on the issue of
licensing. J & J argues that CIBA’s pre-
vious licensing of the Nicolson patents is
evidence that it will suffer no irreparable
harm if future sales of ACUVUE®OASYS
are not enjoined, and that money damages
are adequate to redress future harm. In
analyzing this contention, the Court ac-
cepts CIBA’s position that the mere fact
that a patent holder has previously li-
censed the patent to one party does not
create a bar to the patent holder seeking
permanent injunctive relief against a dif-
ferent, infringing competitor. The Court
also accepts CIBA’s premise that some of
CIBA’s licensing of the Nicolson patents
occurred in the context of settling litiga-
tion and that this diminishes the signifi-
cance of these licenses in the irreparable
harm analysis. However, even granting
both of these propositions, the Court still
looks to the entire licensing history as
relevant to whether CIBA will suffer fu-
ture irreparable harm if an injunction does
not issue.

In an instructive decision, Acumed LLC
v. Stryker Corp., 551 F.3d 1323 (Fed.Cir.
2008), the Federal Circuit affirmed the
district court’s grant of a permanent in-
junction following a jury finding of in-
fringement. In so doing the Federal Cir-
cuit found that the district court did not
abuse its discretion in finding irreparable
injury notwithstanding that the plaintiff
Acumed had previously licensed the sub-
ject patent. The Federal Circuit first
found that:

While the fact that a patentee has previ-

ously chosen to license the patent may

indicate that a reasonable royalty does

compensate for an infringement, that is

but one factor for the district court to
consider. The fact of the grant of previ-
ous licenses, the identity of the past
licensees, the experience in the market
since the licenses were granted, and the
identity of the new infringer all may
affect the district court’s discretionary
decision concerning whether a reason-
able royalty from an infringer consti-
tutes damages adequate to compensate
for the infringement.

Id. at 1328. The Federal Circuit deter-
mined that, contrary to Stryker’s argu-
ment that the district court had assigned
no weight to the two licenses granted by
Acumed, the district court had in fact con-
sidered the licenses, but simply did not
find them to be persuasive to establish
lack of irreparable injury. The Federal
Circuit noted that:

Absent clear error of judgment, which is
not evident here, the weight accorded to
the prior licenses falls squarely within
the discretion of the court. A plaintiff’s
past willingness to license its patent is
not sufficient per se to establish lack of
irreparable harm if a new infringer were
licensed. [Citations omitted.] Adding a
new competitor to the market may cre-
ate an irreparable harm that the prior
licenses did not.

Id. at 1328-29. Notably, the Federal Cir-
cuit concluded in a footnote:

We decline to consider whether it would
be appropriate under other -circum-
stances to deny injunctive relief because
the patentee had licensed the patented
technology to other competitors. We
simply note that the district court did
not abuse its discretion here when it
considered the licenses granted by
Acumed along with all the other relevant
factors and ultimately concluded that
Acumed would suffer irreparable harm
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from Stryker’s continued infringement
with no adequate remedy at law.

Id. at 1329 n. *.

Turning to this case, the facts adduced
at the evidentiary hearing establish that
CIBA has entered into four licenses of the
Nicolson patents (which are due to expire
in 2014), and previously offered a fifth
license to J & J. (Tr. I at 140-41, 150
(Saia); JDEMO 90.) 2

In 2002, before this litigation com-
menced, J & J and CIBA discussed the
possibility of CIBA licensing the Nicolson
patents to J & J. While initial license
discussions mentioned a royalty rate of 8%
(Tr. T at 131-33 (Saia); JX 301, 302),
CIBA, in a December 20, 2002 e-mail, of-
fered to give J & J a license to the Nicol-
son patents in return for a 15% royalty.
(Tr. T at 132 (Saia); JX 60 (“[wle are
willing to grant you a license to the Nicol-
son patents at a 15% flat royalty rate. ...
In exchange, you will give us a license to
your [J & J’s] EW [extended wear] devel-
opments”). J & J declined CIBA’s 15%
royalty rate offer. (Tr. I at 132, 175
(Saia); JX 302).) According to Andrea
Saia, CIBA president and chief executive
officer, CIBA made the offer in 2002 for
several reasons: CIBA “was in a capacity
constraint situation for silicone hydrogel
[contact lenses];” “we weren’t quite certain
what was going to happen with the overall
silicone hydrogel segment;” and CIBA was
interested “in helping accelerate the over-
all segment in our business.” (Tr. I at 99-
100, 133, 138-39 (Saia); see also JX 303

2. The transcript of the evidentiary hearing
held on CIBA’s motion for a permanent in-
junction appears in the record at Documents
375-376. All references to the transcript vol-
ume and specific page will be cited as “(Tr.
___at __ (Witness).)”. Hearing exhibits will

be cited as “JX __ at __" (plaintiff J & J’s
exhibits), “JDEMO __" (J & J demonstrative
exhibits) and “DTX __ at ___" (defendant

CIBA’s exhibits). If the exhibit was filed un-
der seal, this will be noted in a parenthetical.
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(“[iln 2002, there was uncertainty within
CIBA Vision whether the new silicone hy-
drogel technology would ultimately become
the dominant material class for contact
lenses”).)

On July 1, 2004, CIBA licensed the Ni-
colson patents to competitor Bausch &
Lomb (“B & L”) in the context of a global
litigation settlement. (JX 19 (under seal);
JDEMO 90; DTX 1484, 1575.)* CIBA
and B & L compete in the extended wear
silicone hydrogel market; B & L markets
its lens as PureVision. (Tr. I at 142
(Saia).) In reaching that licensing agree-
ment, the parties considered a number of
legal and business factors, including the
outcome of pending litigation, size and
trends of market segments with and with-
out competitors, pricing assumptions,
product cost assumptions, time and oppor-
tunity cost, and future generations of tech-
nologies. (Tr. I at 149-53 (Saia); JX 184
(under seal).) CIBA and B & L issued a
joint press release announcing the global
settlement of their patent litigation, which
specifically referenced this license. (JX
182.)

On November 19, 2007, also in the con-
text of a patent litigation settlement, CIBA
licensed the Nicolson patents to domestic
competitor CooperVision. (JX 20 (under
seal); DTX 1485; JDEMO 90.) CooperVi-
sion is also a large competitor of CIBA,
marketing its lenses under the name Biof-
inity. (Tr. I at 157 (Saia).)

3. While CIBA contends that “things are dif-
ferent now” and that enjoining J & J’s in-
fringement is the only alternative that will
prevent irreparable injury to CIBA, the Court
is not persuaded.

4. Because the parties are sensitive about dis-
closing the royalty rates in these licenses, the
Court will omit them from this opinion.
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On February 1, 2009, CIBA entered into
two license agreements with two smaller
companies, Menicon and Visco Vision. No
litigation was involved in these licenses.
Menicon approached CIBA about the li-
cense and “they had some intellectual
property that [CIBA was] interested in as
well.” (Tr. I at 213 (Chyatte).) Menicon
is the largest silicone hydrogel contact lens
producer in Japan and has expressed an
interest in the United States market. Me-
nicon is also an important CIBA customer
in Japan. (Tr. I at 160-61 (Saia); Tr. I at
213-14 (Chyatte); JX 21 (under seal);
JDEMO 90.)

The 2009 Visco Vision license is a world-
wide license. Though a small company,
Visco Vision is the largest contact lens
maker in Taiwan, and also sells its lenses
through private labels (under other compa-
nies’ brand names) in Europe, which would
be permitted under its CIBA license. Ac-
cording to CIBA, it entered the license
agreement because it is interested in ex-
panding its position in Taiwan and also
was concerned about enforcing its patents
in Taiwan. And “[t]his is a company that
we're very interested in learning the mar-
ket from.” (Tr. I at 140, 162-64 (Saia);
Tr. I at 214, 219-26 (Chyatte); JX 155
JDEMO 90.)

This evidence demonstrates that CIBA
either offered or actually entered into li-
censing agreements with its three major
domestic competitors (including J & J it-
self) and also entered into licenses with
two foreign manufacturers. While the li-
censes with the domestic competitors B &
L and CooperVision occurred in the litiga-
tion context, the licenses with the foreign

5. Three of the four license agreements con-
tained cross-licenses, but one of them did not.

6. The still evolving case law post-eBay dis-
cusses that, in a situation where a court is
denying a permanent injunction to a prevail-
ing patent plaintiff, the court may alternative-
ly consider awarding “an ongoing royalty

manufacturers, at the same royalty rate,
did not.> Moreover, the two foreign licens-
es were entered into recently, on February
1, 2009, shortly before this case went to
trial. Thus, the factors cited in Acumed as
pertinent to determining whether licensing
history counsels for or against an irrepara-
ble harm finding, largely favor J & J’s
position. Acumed, 551 F.3d at 1328.

Looking at CIBA’s licensing behavior
and the specific facts of this case, the
Court, as it did at the preliminary injunc-
tion stage (see Doc. 49 at 15), finds compel-
ling that CIBA has been willing to share
the Nicolson patents with so many of its
competitors (again, including J & J itself).
This conduct, taken in its totality, is incon-
sistent with CIBA’s assertion that only
enforcement of its right to exclude J & J
from using the Nicolson patents will re-
dress the harm that CIBA will suffer in
the future on account of J & J’s infringe-
ment. The Court finds that CIBA has
failed to prove that it will be irreparably
harmed if a permanent injunction does not
enter or that monetary damages are inade-
quate to compensate CIBA for future inju-
ries due to J & J’s continued infringe-
ment.® See e.g. Advanced Cardiovascular
Sys., Inc. v. Medtronic Vascular, Inc., 579
F.Supp.2d 554, 560 (D.Del.2008), appeal
dismissed, 356 Fed.Appx. 389 (Fed.Cir.
2009) (patent owner’s willingness to forego
its patent rights for compensation supports
the court’s conclusion that patent owner
will not suffer irreparable harm absent an
injunction; “[t]he fact that ACS [patent
owner] was selective regarding its licens-
ing compensation—exchanging its technol-

rate”’ to redress future harm to the plaintiff.
While this issue was discussed at the perma-
nent injunction hearing, CIBA said it has not
yet determined whether to seek this alterna-
tive and asked the Court not to address it at
this time in the event that the Court denied
injunctive relief. The Court will honor
CIBA’s request.
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ogy only for other licenses to competing
technology—does not rectify the fact that
ACS was willing, ultimately, to forego its
exclusive rights for some manner of com-
pensation”); see also MercExchange, 500
F.Supp.2d at 577 (“decisions subsequent to
the Supreme Court’s opinion [in eBay ]
have rejected the broad classification that
direct competitors always suffer irrepara-
ble harm from infringement”); Praxair,
Inc. v. ATMI, Inc., 479 F.Supp.2d 440, 444
(D.Del.2007) (permanent injunction denied
despite infringer being patentee’s sole
competitor).

Concerning the third eBay factor, for
purposes of this Order, the Court will as-
sume, without deciding, that the balance of
hardships between CIBA and J & J dic-
tates that injunctive relief is warranted.

[4]1 The Court now addresses the pub-
lic interest. CIBA relies upon the truism
that the general public has an interest in
enforcement of the patent laws. See e.g.
Abbott Labs. v. Andrx Pharms., Inc., 452
F.3d 1331, 1348 (Fed.Cir.2006). While ac-
knowledging that enjoining the future
sales of ACUVUE®OASYS will cause
some disruption to eye care practitioners
and patients, CIBA seeks to minimize this
concern by stating that it will entail “in-
convenience” and no more. However, the
persuasive evidence shows otherwise.

Sales of J & J’'s ACUVUE®OASYS lens
began in the summer of 2005 and the
product is now the largest single-selling
contact lens in the United States market.
It is undisputed that approximately 5.5
million American patients currently wear
the ACUVUE®OASYS lens. ACU-
VUE®OASYS is the preferred choice for
first fits among eye care practitioners.
(Tr. I at 83 (Saia); Tr. IT at 18 (Brown) (71
percent of the time eye care professionals
rated ACUVUE®OASYS as the best lens);
Tr. IT at 65 (Cohen); JX 55 at W128235.)
According to J & J’s expert witness, op-
tometrist Dr. Stephen Cohen, the “Acuvue
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Oasys is by far the most comfortable lens
T've ever fit” due to its edge design and
wettability, and “[c]Jomfort is often the de-
termining factor about whether a patient is
going to be able to wear contact lenses or
not.” (Tr. II at 53-54, 57 (Cohen).) Dr.
Cohen testified that more than 1,000 of his
patients are currently wearing the ACU-
VUE®OASYS lens. (Tr. IT at 73 (Co-
hen).)

CIBA’s expert optometrist and clinical
professor Dr. Michael G. Harris opined
that enjoining the sale of ACUVUE®OA-
SYS lenses would not negatively affect
public health or cause a substantial incon-
venience for contact lens patients: “[T]he
overwhelming majority of Acuvue Oasys
lenses would be able to be refitted into
another contact lens.” However, Dr. Har-
ris did acknowledge that the 5.5 million
Oasys wearers would have to return to
their eye care professional for a refitting
when their current Oasys lens supply runs
out or they are due for their annual pre-
scription check up and renewal. This re-
fitting takes 10 to 20 minutes, and the
patient would then have to return to the
eye care professional “for one, maybe two
follow-up visits to make sure the patient
has properly adapted to the [replacement]
lens and that the lens is not adversely
affecting the patient’s eye.” The follow-up
visit would last 10 to 15 minutes, and the
cost of the initial refitting plus the follow-
up visits ranges between $50.00 and
$125.00. (Tr. I at 281-83 (Harris).) J & J
expert optometrist Cohen testified that his
fee for a refitting is $110.00, and the refit-
ting normally takes 15 minutes with one
follow-up visit. (Tr. IT at 55, 68 (Cohen).)
And, according to Dr. Cohen, “since they’d
be fitting these patients into products that
don’t work quite as well as Acuvue Oasys,
it’s conceivable it may take more than two
visits to obtain a satisfactory result.” (Tr.
II at 57 (Cohen).) Thus, even using Dr.
Harris’ estimates, the total cost of refitting
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for all current ACUVUE®OASYS users
would be between $275 million and $687.5
million. (Tr. I at 308-10 (Harris).) Aver-
aging that cost at $80.00 (“into the 80s”)
per refitting would result in a total cost
“close to $500 million.” (Tr. II at 21
(Brown).) 7

Retired Bausch & Lomb executive (for-
mer vice president of global vision care)
Angela Panzarella testified about the im-
pact of a 2002 court injunction of the sale
of B & L’s PureVision contact lens, which
affected 250,000 contact lens wearers and
was not “an orderly process.” (Tr. II at
96-100 (Panzarella).)

... [Flor PureVision you had hundreds
of thousands of patients who needed to
find some substitute for their PureVision
lens. And that meant they that needed
to get into a practitioner’s office before
their supplies ran out.

And as much as we’d like to think that
that’s orderly, that people all have year-
ly supplies and they come in for yearly
exams, in reality, people don’t come in
on a yearly basis, they don’t have yearly
supplies. So patients have come in for a
refit that they weren’t expecting.

And T've heard some discussion in
here about how a refit may take only ten
minutes. But I think we’ve all had ex-
perience going to a doctor’s office.

Ten minutes for the doctor means two
hours for the consumer that they take
out of their life, ... missing work, sit-
ting in a waiting room, sitting in an

7. CIBA in its examinations intimated that per-
haps J & J could absorb the cost of the
refitting. J & J's president of the Americas
region Dave Brown responded that J & J
could explore that possibility but noted that in
addition to the expense, J & J would have to
consider the legal and regulatory implications
of paying eye care providers regarding pre-
scriptions, and stated that J & J would not be
willing to voluntarily pay for refitting fees for
patients to be refit into lenses other than J & J
contact lens products. (Tr. II at 21-22

exam room, getting back and forth to
work and so forth. . ..

For a consumer, that idea of an addi-
tional fitting fee is not a small thing.
The inconvenience is not a small thing.

And because of that in the PureVision
case, ... there were a lot of consumers
who tried to avoid a refit, and engaged
in what was really risky behavior, be-
havior that’s risky for their health....

[Slome of them tried to avoid the need
for a refit and tried to stretch their
lenses as long as possible, beyond the
recommended one-month replacement
period, which was the replacement rec-
ommendation for PureVision.

They tried to stretch them as long as
possible, which is not good. It is not
something that’s recommended, because
it does put your eyes at risk.

Some also tried to avoid having to go
to a doctor’s office at all by trying to
find some substitute lens via the Inter-
net ... without a valid prescription.

And again, if you're switching lenses
without a practitioner’s supervision,
you're putting your eyes at risk.

The last thing that we were dealing
with was really significant confusion on
the part of the consumers and the prac-
titioners about what this injunction
meant.

You have consumers who just heard
that my lens isn’t available. Is that
because it’s unhealthy? Is it because

(Brown); see also Tr. II at 121 (Panzarella)
(regulations to anti-kick-back legislation sets
some limitations regarding what kind of fund-
ing or incentives a company can give to doc-
tors).) J & J expert Cohen testified that ‘“[t]he
costs primarily would be borne by the pa-
tients. But it’s possible that the ECPs [eye
care professionals] may choose to bear some
or all of the costs. A small portion of it may
be borne by insurance coverage.” (Tr. II at
55-56 (Cohen).)
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it’s unsafe? Whose fault is it? And
they tend to turn to their practitioners
for those answers and blame the practi-
tioner if their lens that they like is no
longer available.

... [AJbout $100 per refit, on an indi-
vidual basis for the patient that is not a
small sum, particularly if they’ve recent-
ly been fit in that lens in the first place
and don’t see any need from their stand-
point to have a switch of the product.

(Tr. IT at 97-100 (Panzarella).) Panzarella
testified that the cost of the PureVision
injunction and resulting refitting “was
borne by the consumers and the practition-
ers.” (Id. at 100.) She compared the
effect of the 2002 injunction on the sale of
B & L’s PureVision lenses to an injunction
on J & J’s ACUVUE®OASYS with its 5.5
million wearers as “a bit like comparing
... the wake from a small boat to a tsuna-
mi.” (Id.)?3

This evidence convinces the Court that
millions of innocent contact lens wearers
will suffer real adverse consequences if
sale of ACUVUE®OASYS is enjoined.
These are not just issues of comfort or
cosmetics, as CIBA argues, but rather deal
with the more substantive concerns of
proper vision and eye care. There will
also be significant disruption, confusion

8. CIBA’s evidence attempting to minimize the
public harm that would be caused by a per-
manent injunction of the sale of the ACU-
VUE®OASYS lens in the United States was
not as persuasive. Netherlands optometrist
Vincent Molkenboer testified that only 42 out
his 500-600 contact lens wearing patients
wore the ACUVUE®OASYS lens. He testified
that “in most cases” his patients were able to
find alternative lenses when a court in Hol-
land enjoined the sale of ACUVUE®OASYS in
that country. Thirty-five of the 42 ACU-
VUE®OASYS-wearing patients reverted to
another J & J contact lens product, two pa-
tients purchased J & J ACUVUE®OASYS
lenses over the internet from Belgium, and
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and cost (estimated to be in the hundreds
of millions of dollars) caused by ACU-
VUE®OASYS patients being abruptly told
that the contact lens for which they have
been fitted and with which they are satis-
fied, is no longer available. Choosing a
new lens will at minimum require refitting
and the new lens may not prove as effica-
cious as the ACUVUE®OASYS lens.
Moreover, patients may have to be refitted
more than once until an appropriate lens is
found. An undefined number will not be
able to be refitted appropriately at all.
CIBA’s answer that “they can just wear
glasses” is no answer, in this Court’s view.

The preponderance of the evidence con-
vinces the Court that an injunction will
create consequential medical, practical and
economic issues for large numbers of
ACUVUE®OASYS users. The deleteri-
ous effects of the injunction on the general
public would simply be too great to permit.
Thus, CIBA has failed to carry its burden
of proving that the public interest would
not disserved by the entry of a permanent
injunction.

In reaching this decision, the Court ap-
plies the same rationale as the district
court in Bard Peripheral Vascular, Inc. v.
W.L. Gore & Assocs., Inc., No. CV-03-
0597-PHX-MHM, 2009 WL 920300
(D.Ariz. March 31, 2009), appeal dis-
missed, 346 Fed.Appx. 580, 592 (Fed.Cir.

the remaining five patients changed to CIBA
or CooperVision lenses; “[t]here was always
an option.” Additionally Dr. Molkenboer said
his former Oasys patients are ‘“fine” with
their new lenses. (Tr. I at 270-73, 276 (Molk-
enboer).) CIBA also relies upon the deposi-
tion answers of J & J's Americas region presi-
dent Brown that he did not believe that
switching from the ACUVUE®OASYS lens
would cause patients a health problem.
However, under questioning from CIBA at the
evidentiary hearing, Brown would not agree
to the proposition that the removal of ACU-
VUE®OASYS from the market would cause
no health problems for Oasys wearers. (Tr. I
at 192-93 (Brown).)
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2009). In considering whether to grant a
permanent injunction following a jury ver-
dict of infringement, the court in Bard
spoke of the court’s task “sitting in equity”
to “weigh[ ] the utility of [the infringing]
products against potential harm to public
health, and in doing so, [to] focus on the
practical consequences—for real patients
and surgeons—of granting Plaintiffs’ re-
quested remedy.” Id. at *8:

The court acknowledges that this is a
difficult and relatively novel issue, in
light of the eBay decision. The Court is
aware of the sentiments expressed by
Plaintiffs’ counsel at oral argument, that
a willful infringer . .. should not be able
to continue its future infringement una-
bated simply because it wrongfully ac-
quired and then successfully reproduced
a product of great public importance.
[Footnote omitted.] Nor does the Court
dispute the accuracy of Plaintiffs’ argu-
ment that “[i[ntellectual property enjoys
its highest value when asserted against
a direct competitor in the plaintiff’s mar-
ket.” [Citation omitted.] However, the
values of the Patent Act and the protec-
tions that it offers to the patentee are
sometimes outweighed by the Court’s
equitable concern for the greater public
good . ... The Court therefore declines
to enjoin [the infringer] from continued
production and sales of its [product],
finding that Plaintiffs’ remedy at law
provides adequate compensation under
the meaning of Patent Act, particularly
when viewed in light of the public inter-

9. Those cases are: Case Nos. 3:03-cv-800-J—
32TEM, 3:04-cv-1297-J-32TEM, 3:06-cv-
300-J-32TEM, 3:08-cv-1198-J-32MCR, and
3:09-cv-826-J-32JRK. Pending the Court’s
entry of scheduling orders in these cases, the
parties are authorized to begin discovery in
each of them.

est served by [the infringer’s] continued
infringement . . ..

Id.

The Court understands that the product
in Bard Peripheral involved “potentially
life saving technologies.” Id. Here, the
consequences of enjoining the ACU-
VUE®OASYS are not so grave; neverthe-
less, this Court, sitting in equity, finds
those consequences to be sufficiently im-
portant and adverse to millions of ACU-
VUE®OASYS patients that the public in-
terest would be disserved if an injunction
were to be entered.

It is hereby
ORDERED:

1. CIBA’s Motion for a Permanent In-
junction (Doc. 319) is DENIED.

2. No later than May 21, 2010, the
parties should either jointly or separately
inform the Court of what further matters
need to be addressed in this action at this
time and provide a schedule for doing so.
The parties should also propose a case
management schedule for the remaining
patent cases between these parties pend-
ing in this Court.’ If the parties disagree,
they may each file a 10 page statement of
their respective positions on these matters.

3. CIBA Vision Corporation’s Motion
In Limine To Exclude Declarations (Doc.
344) is MOOT; the declarations were not
submitted or considered by the Court at
the evidentiary hearing held on CIBA’s
Motion for a Permanent Injunction.!

10. To the extent the Court deferred ruling on
the admissibility of any other evidence at the
evidentiary hearing, the Court finds these is-
sues to be moot in light of this Order. The
Court declines CIBA’s request that the Court
draw an adverse inference because of the
“focus group” issue. Even if the Court were
to have done so, it would not have changed
the Court’s ruling on the public interest issue.
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4. CIBA Vision Corporation’s Motion
For Sanctions (Doc. 345) is DENIED.

5. CIBA Vision Corporation’s Emer-
gency Motion To Strike The Supplemental
expert Report Of Dr. Stephen Cohen (Doc.
359) is GRANTED. (Tr. I at 28-29; Tr.
1T at 40.)

6. CooperVision, Inc.’s Motion To In-
tervene (Doc. 371) is GRANTED to the
extent stated on the record. (Tr. I at 23—
27.)

w
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WIRELESS TOWERS, LLC, Plaintiff,
V.

CITY OF JACKSONVILLE,
FLORIDA, Defendant.

Case No. 3:09-cv-676-J-32MCR.

United States District Court,
M.D. Florida,
Jacksonville Division.

May 12, 2010.

Background: Developer of personal wire-
less services facilities brought action under
Telecommunications Act challenging city’s
denial of its application to construct wire-
less communications tower. Parties filed
cross-motions for summary judgment.
Holding: The District Court, Timothy J.
Corrigan, J., held that substantial evidence
supported city’s denial of application.
City’s motion granted.

1. Zoning and Planning €=1690, 1705
Party seeking to overturn governing

body’s decision regarding construction of

communications tower under Telecommu-

1. On November 24, 2009, Wireless was sub-
stituted as plaintiff in this action, replacing
original plaintiff Anchor Tower, LLC (“An-
chor”). (Doc. 8). Although Anchor was the
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nications Act bears burden of showing that
decision is not supported by substantial
evidence.  Telecommunications Act of
1996, 47 U.S.C.A. § 332(c)(7)(B)(iii).

2. Zoning and Planning ¢=1399

When evaluating evidence supporting
denial of application for cellular telecom-
munications tower, local and state zoning
laws govern weight to be given evidence,
and Telecommunications Act does not af-
fect or encroach upon substantive stan-
dards to be applied under established
principals of state and local law. Telecom-
munications Act of 1996, 47 U.S.C.A.
§ 332(c)(M)(B)(iii).

3. Zoning and Planning &=1399

Substantial evidence supported city’s
denial of application for construction of
wireless communications tower based on
aesthetic concerns, where photo sim-
ulations of tower indicated that it would be
visible from adjacent nature preserve and
waterway used as kayak trail. Telecom-
munications Act of 1996, 47 U.S.C.A.
§ 332(c)(7)(B)(iii).

Mary D. Solik, Law Offices of John L.
Di Masi, PA, Orlando, FL, for Plaintiff.

Jason R. Teal, City of Jacksonville Gen-
eral Counsel’s Office, Jacksonville, FL,
Mary D. Solik, Law Offices of John L. Di
Masi, PA, Orlando, FL, for Defendant.

ORDER

TIMOTHY J. CORRIGAN, District
Judge.

Plaintiff Wireless Towers (“Wireless”) !
has challenged the City of Jacksonville’s

actual applicant for the proposed cell tower at
issue, the Court will refer to Wireless, as the
current party in interest, as having been the
applicant throughout.



