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into compliance with Civil Rule 30(e).
(Doc. 34.)  In rendering its decision on the
motion for summary judgment, the Court
did not consider Collins’ deposition errata
sheet or the portions of the declarations
challenged by the Company.  Therefore,
Defendant’s motion to strike and Plaintiff’s
motion to supplement are denied as moot.

V. CONCLUSION

For the foregoing reasons, the Court
GRANTS IN PART and DENIES IN
PART Defendants’ Motion for Summary
Judgment.  (Doc. 20).  The Court
GRANTS summary judgment in favor of
Defendant on Plaintiff’s workers’ compen-
sation retaliation claim brought pursuant
to Ohio Rev.Code § 4123.90 and common-
law wrongful discharge claim based on age
discrimination in violation of Ohio public
policy;  DENIES Defendant’s motion for
summary judgment as to all other claims;
and DENIES Defendant’s motion to strike
and Plaintiff’s motion to supplement as
moot.

IT IS SO ORDERED.

,
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Background:  Holder of patents related to
intramedullary nails and methods to treat

femoral fractures sued competitor for in-
fringement. Patent holder requested per-
manent injunction.

Holdings:  The District Court, Mays, J.,
held that:

(1) balance of equities warranted perma-
nently enjoining competitor’s infringe-
ment, and

(2) on motion to amend or alter scope of
permanent injunction, injunction would
not be altered or amended to refer to
interfragmentary compression.

Request for permanent injunction granted;
motion to alter or amend scope of perma-
nent injunction granted in part and denied
in part.

1. Patents O317

A plaintiff seeking permanent injunc-
tive relief in a patent infringement dispute
must show: (1) that it has suffered an
irreparable injury;  (2) that remedies avail-
able at law, such as monetary damages,
are inadequate to compensate for that in-
jury;  (3) that, considering the balance of
hardships between the plaintiff and defen-
dant, a remedy in equity is warranted;
and (4) that the public interest would not
be disserved by a permanent injunction.

2. Patents O317

The four-factor test enunciated in Su-
preme Court’s decision in eBay Inc. v.
MercExchange, L.L.C. for permanent in-
junctive relief in a patent infringement
dispute is a balancing test under which the
plaintiff must demonstrate that the totality
of circumstances weighs in its favor.

3. Patents O317

Holder of patents related to intrame-
dullary nails and methods to treat femoral
fractures presented evidence that it suf-
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fered irreparable injury to its business be-
cause of competitor’s infringement of pat-
ents, as was required to be entitled to
permanent injunction;  loss of market
share and the resulting lost profits and
loss of brand name recognition which pat-
ent holder suffered because of competitor’s
continued sale of the infringing products
constituted injuries that were both incalcu-
lable and irreparable.

4. Patents O317
For purposes of granting permanent

injunctive relief in a patent infringement
dispute, irreparable harm is often suffered
when the injury cannot be adequately
atoned for in money or when the district
court cannot remedy the injury following a
final determination on the merits, as when
the plaintiff loses market share or its repu-
tation for innovation.

5. Patents O317
‘‘Irreparable harm,’’ supporting grant

of permanent injunctive relief in a patent
infringement dispute, means that unless an
injunction is granted, the plaintiff will suf-
fer harm which cannot be repaired.

 See publication Words and Phras-
es for other judicial constructions
and definitions.

6. Patents O317
A plaintiff’s willingness to license its

patent is not sufficient to establish that the
patent holder would not suffer irreparable
harm if an injunction did not issue.

7. Patents O317
A violation of the right to exclude does

not compel the conclusion that a patent
holder cannot be adequately compensated
by remedies at law, such as monetary
damages, for purposes of ruling on request
for permanent injunction.

8. Patents O317
By competing in the market for the

patented invention with the infringing

products and by damaging patent holder’s
goodwill and brand name recognition, com-
petitor violated patent holder’s exclusion-
ary right in a manner that could not be
compensated adequately through pecuni-
ary damages, as was required to perma-
nently enjoin infringement of patents re-
lated to intramedullary nails and methods
to treat femoral fractures;  relief in the
form of monetary damages would allow the
infringement to continue.

9. Patents O318(4.1)
To recover lost profits, a patent owner

must show a reasonable probability that
but for the infringing activity, the patentee
would have made the infringer’s sales, a
showing that necessarily entails a recon-
struction of the applicable market through
sound economic proof.

10. Patents O317
For purposes of granting permanent

injunctive relief in a patent infringement
dispute, it is not enough that there is a
remedy at law;  it must be plain and ade-
quate, or, in other words, as practical and
efficient to the ends of justice and its
prompt administration as the remedy in
equity.

11. Patents O317
Monetary damages generally are not

an adequate remedy against future in-
fringement because the central value of
holding a patent is the right to exclude
others from using the patented product.

12. Injunction O4
It is the purpose of an injunction to

prevent future violations;  entire purpose
of an injunction is to take away defen-
dant’s discretion not to obey the law.

13. Patents O317
For purposes of balancing hardships

in permanent injunction analysis, patent
infringement was a continuing threat to
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holder of patents related to intramedullary
nails and methods to treat femoral frac-
tures, while hardship to competitor of per-
manently enjoining its infringing conduct
was limited to the injury ordinarily expect-
ed when an injunction was imposed, and no
considerable hardship would be imposed
on physicians or patients when the injunc-
tion was imposed, because other competing
products would fill any temporary void
created by the injunction.

14. Patents O317
Permanent injunction preventing com-

petitor’s infringing conduct would further
consumer access to more competitive, and
thus, presumably better, products by al-
lowing patent holder the benefit of its pat-
ents related to intramedullary nails and
methods to treat femoral fractures and the
ability to gain greater brand recognition,
for purposes of public interest element of
permanent injunction analysis, while any
minor disruption to the distribution of the
infringing products will not negatively af-
fect the public or those involved in the
chain of distribution.

15. Patents O317
Balance of equities warranted perma-

nently enjoining competitor’s infringement
of patents related to intramedullary nails
and methods to treat femoral fractures;
patent holder demonstrated that it would
suffer irreparable harm absent a perma-
nent injunction, harm that could not be
remedied adequately through the recovery
of monetary damages, and both the bal-
ance of the hardships and the impact on
the public interest, although speculative,
weighed in favor of patent holder.

16. Federal Civil Procedure O2651.1
A party seeking to amend or alter a

judgment must show that the district court
committed a clear error of law, or that
there is newly discovered evidence, an in-
tervening change in controlling law, or

manifest injustice.  Fed.Rules Civ.Proc.
Rule 59(e), 28 U.S.C.A.

17. Federal Civil Procedure O2653

A motion to alter or amend an alleged
clear error of law may be granted only if
its proponent demonstrates the manifest
error of law or fact.  Fed.Rules Civ.Proc.
Rule 59(e), 28 U.S.C.A.

18. Patents O317
Upon a finding of patent infringement,

an injunction may be issued to enjoin the
infringing acts which constitute direct, in-
duced, or contributory infringement during
the term of the infringed patent.

19. Patents O317
Given its broad discretionary powers

in shaping the scope of an injunction, the
district court must ensure that the injunc-
tive relief granted is effective, and the
court is permitted to proscribe activities
that, standing alone, are allowed, if those
activities are connected to the infringing
conduct and the proscription is necessary
to correct or mitigate the effects of past
infringement of the patent.

20. Patents O317
In patent infringement cases, a dis-

trict court is in the best position to draft
the scope of an injunction and can enjoin
activities that do not themselves constitute
infringement if necessary to prevent in-
fringement.  35 U.S.C.A. § 283.

21. Patents O317
Permanent injunction against compet-

itor’s infringement of patents related to
intramedullary nails and methods to treat
femoral fractures would not be altered or
amended to refer to interfragmentary
compression, absent showing of manifest
error or manifest injustice to competitor in
the broader language of injunction;  al-
though compression was not always essen-
tial and could be achieved in various ways,
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proposed revision would not effectively
prevent future infringement.

Patents O328(2)

5,167,663, 5,312,406.  Cited.

Glen G. Reid, Jr., Mark Vorder–
Bruegge, Jr., Wyatt Tarrant & Combs,
Memphis, TN, James L. Ewing, IV, Susan
A. Cahoon, Kilpatrick Stockton LLP At-
lanta, GA, Stephen E. Baskin, Kenneth A.
Godlewski, Kilpatrick Stockton, LLP,
Washington, DC, for Plaintiff.

Albert C. Harvey, Kemper B. Durand,
Thomason Hendrix Harvey Johnson &
Mitchell, Timothy R. Johnson, Bass Berry
& Sims PLC, Memphis, TN, Brian M.
Poissant, Brian M. Rothery, Thomas P.
Scully, Jones Day, New York, NY, for
Defendants.

ORDER GRANTING PLAINTIFF’S
PRAYER FOR ENTRY OF A
PERMANENT INJUNCTION

MAYS, District Judge.

On November 13, 2002, Plaintiff Smith
& Nephew, Inc. (‘‘Smith & Nephew’’) sued
Defendants Synthes (U.S.A.) and Synthes–
Stratec, Inc. (collectively, ‘‘Synthes’’) for
infringement of two patents, U.S. Patent
No. 5,167,663 (‘‘the 8663 patent’’) and U.S.
Patent No. 5,312,406 (‘‘the 8406 patent’’).
The patents relate to intramedullary nails
and the methods used in the treatment of
intertrochanteric femoral fractures using
interfragmentary compression.  On May
14, 2004, the court held a patent construc-
tion hearing under Markman v. Westview
Instruments, Inc., 52 F.3d 967 (Fed.Cir.
1995), aff’d, 517 U.S. 370, 116 S.Ct. 1384,
134 L.Ed.2d 577 (1996), and entered an
order construing the disputed patent
terms on August 26, 2004.  The case was

tried discontinuously without a jury, begin-
ning December 6, 2004, and ending March
4, 2005.  On August 26, 2005, this court
issued its findings of fact and conclusions
of law (‘‘the Memorandum Opinion’’).  The
court found that certain versions of
Synthes’ Trochanteric Fixation Nail
(‘‘TFN’’) and Proximal Femoral Nail
(‘‘PFN’’) infringed the 8663 patent and the
8406 patent.

In its complaint, Smith & Nephew
prayed for relief in the form of a perma-
nent injunction as well as damages.  The
court did not address the issue of a perma-
nent injunction in its Memorandum Opin-
ion.  Both parties have had an opportunity
to brief the court further on that issue, and
the issue is now ready for decision.  For
the following reasons, Plaintiff’s request
for permanent injunction is GRANTED.

I. Background

Synthes argues principally that (i) Smith
& Nephew will not be irreparably harmed
because of the limited competition between
the primary Smith & Nephew product cov-
ered by the 8663 and 8406 patents and the
infringing TFN nails, (ii) Smith & Nephew
has shown a willingness to be compensated
fully for its patents by money damages
because in the past it has licensed the
patents to its competitors and has extend-
ed several licensing offers to Synthes while
this case has been pending, (iii) the overall
balance of hardships favors Synthes be-
cause Smith & Nephew’s business will not
be significantly affected by continued sales
of the infringing products, and (iv) the
public health interest in having Synthes’
allegedly safer and more effective TFN
product available to treat femoral frac-
tures is substantial.  (Def.’s Mem. in Opp’n
to Pl.’s Req. for Entry of Permanent Inj.,
October 3, 2005;  Def.’s Resp. to Pl.’s
Suppl.  Br. Regarding the S.Ct.’s eBay,
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Inc. v. MercExchange, L.L.C. Op. at 2,
May 17, 2006.)

Smith & Nephew argues that (i) irrepa-
rable harm to the sales of its patented
femoral nails has been shown, together
with the loss of market momentum and the
ability to form customer relationships, (ii)
money damages would not be adequate
compensation, and (iii) the public health
interest would not be adversely affected by
a permanent injunction because substitute
products and methods of treatment are
available to the public through Plaintiff
and its selected licensees.  Smith & Neph-
ew argues that it is substantially smaller
than Synthes in the field of manufacturing
trauma products, and, therefore, that an
injunction would give Smith & Nephew the
competitive support it needs to expand its
customer base, increasing market competi-
tion.  (Smith & Nephew’s Supplemental
Br. Regarding the S.Ct.’s eBay, Inc. v.
MercExchange, L.L.C. Op. at 2–3, May 16,
2006;  Pl.’s Second Suppl.  Post–Trial
Mem. Supporting Permanent Inj. (with
Revised Proposed Order), October 20,
2005.)

II. Applicable Legal Standard

[1] A plaintiff seeking permanent in-
junctive relief in a patent infringement
dispute must show:

(1) that it has suffered an irreparable
injury;  (2) that remedies available at
law, such as monetary damages, are in-
adequate to compensate for that injury;
(3) that, considering the balance of hard-
ships between the plaintiff and defen-
dant, a remedy in equity is warranted;
and (4) that the public interest would
not be disserved by a permanent injunc-
tion.

eBay Inc. v. MercExchange, L.L.C., 547
U.S. ––––, 126 S.Ct. 1837, 1839, 164
L.Ed.2d 641 (2006).

[2] The Court in eBay held that ‘‘the
decision whether to grant or deny injunc-
tive relief rests within the equitable discre-
tion of the district courts, and that such
discretion must be exercised consistent
with the traditional principles of equity, in
patent disputes no less than in other cases
governed by such standards.’’  Id. at 1841.
The Court thus rejected the traditional
rebuttable presumption that a permanent
injunction is to be automatically awarded
to the plaintiff upon a showing of the
validity and infringement of the patent.
Christiana Indus. v. Empire Elecs., 443
F.Supp.2d 870, 884 (E.D.Mich.2006).  The
four-factor eBay test is a balancing test
under which the plaintiff must demon-
strate that the totality of circumstances
weighs in its favor.  Canadian Lumber
Trade Alliance et al. v. United States et
al., 441 F.Supp.2d 1259, 1261–62 (CIT
2006).

III. Analysis

A. Irreparable Harm Suffered by
Smith & Nephew

[3–5] Smith & Nephew has presented
evidence that it has suffered irreparable
injury to its business because of Synthes’
infringement of the 8663 and the 8406 pat-
ents.  Irreparable harm is ‘‘ ‘often suffered
when the injury can[not] be adequately
atoned for in money TTT or when the dis-
trict court cannot remedy [the injury] fol-
lowing a final determination on the mer-
its,’ ’’ as when the plaintiff loses market
share or its reputation for innovation.
Wald et al. v. Mudhopper Oilfield Svcs.,
Inc. et al., 2006 WL 2128851, *5, 2006 U.S.
Dist. LEXIS 51669, at *16 (W.D.Okla. July
27, 2006) (quoting Prairie Band of Pota-
watomi Indians v. Pierce, 253 F.3d 1234,
1250 (10th Cir.2001)).  Although stated as
two separate factors under eBay, the ir-
reparable harm requirement contemplates
the inadequacy of alternate remedies avail-
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able to the plaintiff.  Canadian Lumber,
441 F.Supp.2d at 1264.  Under the princi-
ples of equity to which the Court referred
throughout its opinion in eBay, irreparable
harm means ‘‘ ‘that unless an injunction is
granted, the plaintiff will suffer harm
which cannot be repaired.’ ’’ Id. at 1264
(quoting Studebaker Corp. v. Gittlin, 360
F.2d 692, 698 (2d Cir.1966)).

When it introduced its patented devices
to the market, Smith & Nephew filled a
market gap.  (Trial Tr. 876:23–877:6;  Trial
Tr. 876:17–22 (Hall)(C).)  Smith & Neph-
ew has demonstrated flattening sale
growth, starting in 2002, in the market for
the infringing devices, attributable to a
decreased ability to compete in the mar-
ket.  (Trial Tr. 905:5–910:9.)  Synthes’ ex-
pert admitted that if the infringing prod-
ucts had not been available, he would have
used Smith & Nephew products instead.
(Trial Tr. 1379:4–19.)

Synthes had stagnant growth in its com-
pression hip screw line before it started
producing the infringing products because
surgeons chose to treat intertrochanteric
fractures with intramedullary devices in-
stead of devices Synthes was producing at
that time.  (Trial Tr. 876:23–877:17
(Hall)(C);  Trial Tr. 908:25–909:14
(James)(D).)  Since bringing the infringing
products to market, Synthes has enjoyed
significant sales in both TFN and PFN
products and has identified TFN as one of
the two products most important to its
growth.  (Trial Tr. 908:15–24 (James) (D).)

Synthes admits that competition exists
between Smith & Nephew’s products and
the infringing devices.  (Def.’s Mem. in
Opp. at 5.) (See also Trial Tr. 908:15–25.)
Smith & Nephew has shown that direct
competition exists between the infringing
products and Smith & Nephew’s own prod-
ucts.  (Trial Tr. 873:11–874:15 (Hall)(C).)
Synthes’ TFN and PFN products have had
a direct negative impact on sales of Smith

& Nephew products protected by the 8663
patent, as well as on other Smith & Neph-
ew orthopaedic products.  (Trial Tr.
907:24–909:14 (James)(D).)  This competi-
tion has been shown to reduce Smith &
Nephew’s ability to create customer rela-
tionships.  (Trial Tr. 909:15–910:8.)  The
loss of sales due to the competition not
only affects Smith & Nephew monetarily,
but also inhibits the company’s ability to
develop new products because it interferes
with the relationships Smith & Nephew is
able to form with surgeons.  (Trial Tr.
902:10–903:1 (James)(D);  Trial Tr. 909:15–
910:9 (James)(D).)

The loss of market share and the result-
ing lost profits and loss of brand name
recognition which Smith & Nephew suf-
fered because of Synthes’ continued sale of
the infringing products constitute injuries
that are both incalculable and irreparable.
The court finds no support for Synthes’
assertions that Smith & Nephew has not
been irreparably harmed because of the
limited competition between the primary
Smith & Nephew product covered by the
8663 and the 8406 patents and the infring-
ing products made by Synthes.

[6] Smith & Nephew has not been will-
ing to accept royalty-type damages in lieu
of the market exclusivity that it intended
to secure by obtaining the 8663 and the
8406 patents.  Even if it were, ‘‘a plaintiff’s
willingness to license its patent’’ is not
‘‘sufficient to establish that the patent
holder would not suffer irreparable harm if
an injunction did not issue.’’ eBay, 126
S.Ct. at 1841 (citing the district court deci-
sion, 275 F.Supp.2d at 712 (E.D.Va.2003)).

B. Adequacy of Remedies Available
at Law

[7–9] A violation of the right to exclude
does not compel the conclusion that a pat-
ent holder cannot be adequately compen-
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sated by remedies at law, such as mone-
tary damages.  However, by competing in
the market for the patented invention with
the infringing products and by damaging
Smith & Nephew’s goodwill and brand
name recognition, as shown above, Synthes
has violated Plaintiff’s exclusionary right
in a manner that cannot be compensated
adequately through pecuniary damages.
‘‘To recover lost profits, a patent owner
must TTT show ‘a reasonable probability’
that ‘but for’ the infringing activity, the
patentee would have made the infringer’s
sales’’, TTT a showing [that] necessarily
entails a ‘‘reconstruct[ion] of the applicable
market through sound economic proof.’’
Keg Techs., Inc. et al. v. Reinhart Laimer,
Sewer Equip. Corp. et al., 436 F.Supp.2d
1364 (N.D.Ga. June 8, 2006) (quoting Er-
icsson, Inc. v. Harris Corp., 352 F.3d 1369,
1377 (Fed.Cir.2003)).  Such a showing,
speculative at best, is more challenging to
make in this case because of the presence
of other suppliers in this highly competi-
tive industry and the extensive time during
which Synthes has been infringing Smith
& Nephew’s patents.  Damages due to lost
sales might theoretically be proven with
lesser or greater degree of certainty, but
intangible losses, such as the loss of good-
will, can never be ascertained accurately.

[10–12] Even if monetary damages
were provable for some tangible compo-
nents of Smith & Nephew’s demand for
damages, that relief would not necessarily
be equitable.  ‘‘ ‘It is not enough that
there is a remedy at law;  it must be plain
and adequate, or, in other words, as prac-
tical and efficient to the ends of justice and
its prompt administration as the remedy in
equity.’ ’’ Canadian Lumber, 441
F.Supp.2d at 1266 (quoting Boyce’s Ex’rs
v. Grundy, 28 U.S. (3 Pet.) 210, 214, 7
L.Ed. 655 (1830)).  Relief in the form of
monetary damages alone would not meet
the ends of justice here because this reme-

dy would allow the infringement to contin-
ue.  Monetary damages generally are not
an adequate remedy against future in-
fringement because the central value of
holding a patent is the right to exclude
others from using the patented product.
Telequip Corp. v. The Change Exchange et
al., 2006 WL 2385425, *2, 2006 U.S. Dist.
LEXIS 61469, at *4 (N.D.N.Y., Aug. 15,
2006)(citing Honeywell Int’l Inc. v. Uni-
versal Avionics Sys. Corp., 397 F.Supp.2d
537, 546 (D.Del.2005)).  Even if Synthes
were to terminate its sales of the infring-
ing products voluntarily, it would be free
to return to its offending conduct, thereby
further imposing monetary and intangible
losses on Smith & Nephew.  It is ‘‘[t]he
purpose of an injunction TTT to prevent
future violations.’’  Swift & Co. v. United
States, 276 U.S. 311, 326, 48 S.Ct. 311, 72
L.Ed. 587 (1928).  Indeed, ‘‘the entire pur-
pose of an injunction is to take away de-
fendant’s discretion not to obey the law.’’
Canadian Lumber, 441 F.Supp.2d at 1266–
67.

C. The Balance of Hardships

[13] Patent infringement is a continu-
ing threat to Smith & Nephew.  The hard-
ship to Synthes of permanently enjoining
its infringing conduct is limited to the inju-
ry ordinarily expected when an injunction
is imposed.  ‘‘Only ‘hardship to the defen-
dant [that] is not an inseparable part of
the plaintiff’s right’ is cognizable.’’  Cana-
dian Lumber, 441 F.Supp.2d at 1267
(quoting Dan B. Dobbs, Law of Remedies
80 (2d ed.1993)).  Mere hardship incurred
in the process of ceasing operations, how-
ever, is not sufficient.  Id. Although
Synthes’ effort, time and expense in rede-
signing the nail product used for intertro-
chanteric fractures might be significant,
that is the consequence of a patent in-
fringement.
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No considerable hardship will be im-
posed on physicians or patients when the
injunction is imposed because other com-
peting products would fill any temporary
void created by the injunction.

D. The Public Interest

[14] As a general matter, the public
maintains an interest in protecting the
rights of patent holders, and injunctions
serve that interest.  Here, a permanent
injunction will further consumer access to
more competitive, and thus, presumably
better, products by allowing Smith &
Nephew the benefit of its patents and the
ability to gain greater brand recognition.

Any minor disruption to the distribution
of the infringing products will not nega-
tively affect the public or those involved in
the chain of distribution because none of
the data on the record establishes undis-
puted and enormous public reliance on
Synthes’ products and because other, simi-
lar products are available in the market.

IV. Conclusion

[15] The balance of equities warrants
injunctive relief.  Smith & Nephew has
demonstrated that it will suffer irreparable
harm in the absence of a permanent in-
junction, harm that cannot be remedied
adequately through the recovery of mone-
tary damages.  Both the balance of the
hardships and the impact on the public
interest, although speculative, weigh in fa-
vor of Smith & Nephew.  For the forego-
ing reasons, Plaintiff’s request for perma-
nent injunction is GRANTED.

IT IS THEREFORE ORDERED
THAT Defendants, their officers, agents,
servants, employees, attorneys and those
persons in active concert or participation
with them who receive actual notice of this
Order by personal service or otherwise are
hereby ENJOINED

(i) for the life of the 8663 patent, from
infringing, inducing the infringement of,
and contributorily infringing through
the manufacturing, selling, using, offer-
ing for sale, importing, distributing or
promoting in the United States (A) any
version of the Trochanteric Fixation
Nail products and colorable variations
thereof (except (1) fluted versions and
(2) versions that have an 11 mm or a 12
mm diameter) (hereinafter, the ‘‘TFN
products’’) and (B) any version of the
Proximal Femoral Nail products and col-
orable variations thereof (except (1) ver-
sions that are solid and non-cannulated
and (2) fluted versions) (hereinafter, the
‘‘PFN products’’), as used for the treat-
ment of intertrochanteric fractures, and
from otherwise infringing or inducing
others to infringe the 8663 patent;
(ii) for the life of the 8406 patent, from
infringing through the use, selling or
offering to sell (A) any version of the
TFN products and (B) any version of
the PFN products, indicated for use in
the treatment of intertrochanteric frac-
tures, and from otherwise infringing or
inducing others to infringe the 8406 pat-
ent;  and
(iii) for the life of the 8406 patent, from
further publication or distribution of any
product manual, sales literature, instru-
mentation, videos or other instructional
or promotional materials distributed in
the United States that describe or depict
how (A) any version of the TFN prod-
ucts or (B) any version of the PFN
products, designed, manufactured, sold
or offered for sale by the Defendants,
their officers, agents, employees, succes-
sors or assigns, may be used to treat
intertrochanteric fractures (collectively,
‘‘instructional materials’’), and are fur-
ther enjoined from communicating in
any manner to any potential or actual
purchaser or user of (A) any version of
the TFN products or (B) any version of
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the PFN products that such products
may be used to treat intertrochanteric
fractures.

IT IS FURTHER ORDERED that Defen-
dants, within thirty days of the issuance of
this Order, sequester all instructional ma-
terials, all surgical instrumentation within
Defendants’ possession, title, custody or
control especially designed and adapted
for using (A) any version of the TFN
products or (B) any version of the PFN
products, in a method treating intertro-
chanteric fractures, and revise instruction-
al materials to eliminate any reference to
the use of (A) any version of the TFN
products or (B) any version of the PFN
products, for treatment of intertrochanter-
ic fractures.

Defendants are FURTHER OR-
DERED to provide notice of this Order to
their officers, directors, agents, servants,
representatives, attorneys, employees, sub-
sidiaries and affiliates, and those persons
in active concert or participation with
them, including any manufacturers, dis-
tributors, retailers, and health care provid-
ers who have been involved in the making,
using, selling, offering for sale or import-
ing of (A) any version of the TFN products
or (B) any version of the PFN products,
used to treat intertrochanteric fractures,
and to all other persons or entities in-
volved in any way with the making, using,
selling, offering for sale or importing of
(A) any version of the TFN products or
(B) any version of the PFN products, used
to treat intertrochanteric fractures, and to
notify all persons or entities known by
Defendants to lease, own or control surgi-
cal instrumentation provided by Defen-
dants for use in inserting into a patient
TFN products or PFN products that such
instrumentation may not be used to insert
into a patient (A) any version of the TFN
products, or (B) any version of the PFN
products, to treat intertrochanteric frac-
tures.  Defendants shall take whatever

means are necessary or appropriate to en-
sure proper compliance with this Order.

All relief not specifically granted herein
is denied.  This is a Final Judgment and is
appealable.

So ordered.

ORDER GRANTING IN PART AND
DENYING IN PART DEFEN-
DANTS’ MOTION TO ALTER OR
AMEND THE SCOPE OF PERMA-
NENT INJUNCTION PURSUANT
TO FED. R. CIV. P. 59(e)

On November 13, 2002, Plaintiff Smith
& Nephew, Inc. (‘‘Smith & Nephew’’) sued
Defendants Synthes (U.S.A.) and Synthes–
Stratec, Inc. (collectively, ‘‘Synthes’’) for
infringement of two patents, U.S. Patent
No. 5,167,663 (‘‘the 8663 patent’’) and U.S.
Patent No. 5,312,406 (‘‘the 8406 patent’’).
The patents relate to intramedullary nails
and the methods used in the treatment of
intertrochanteric femoral fractures.  On
May 14, 2004, the court held a patent
construction hearing pursuant to Mark-
man v. Westview Instruments, Inc., 52
F.3d 967 (Fed.Cir.1995), aff’d, 517 U.S.
370, 116 S.Ct. 1384, 134 L.Ed.2d 577
(1996), and entered an order construing
the disputed patent terms on August 26,
2004.  The case was tried discontinuously
without a jury, beginning December 6,
2004, and ending March 4, 2005. On Au-
gust 26, 2005, this court issued its findings
of fact and conclusions of law (‘‘the Memo-
randum Opinion’’).  The court found that
certain versions of Synthes’ Trochanteric
Fixation Nail (‘‘TFN’’) and Proximal Fem-
oral Nail (‘‘PFN’’) infringed the 8663 pat-
ent and the 8406 patent.

The court entered an order granting
Smith & Nephew’s prayer for entry of a
permanent injunction on September 28,
2006.  On October 5, 2006, Synthes filed a
motion to alter or amend the scope of the
permanent injunction pursuant to Fed.
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R.Civ.P. 59(e).  Smith & Nephew filed its
opposition to the motion to alter or amend
on October 20, 2006.  On October 27, 2006,
the court granted Synthes’ October 25,
2006 motion for leave to file a reply.
Synthes’ reply is filed as of October 27,
2006.

On October 17, 2006, the court issued an
order granting Synthes’ motion for stay of
the permanent injunction pending resolu-
tion of the motion to alter or amend.  The
stay expires on Friday, October 27th at
6:30 pm CST. For the following reasons,
Synthes’ motion to alter or amend the
scope of the permanent injunction is
GRANTED IN PART and DENIED IN
PART.

I. Background

Synthes argues that the permanent in-
junction is overbroad because it enjoins
Synthes from promoting the TFN and
PFN products for the treatment of inter-
trochanteric fractures regardless of the
use of interfragmentary compression,
which is an element of the 8406 patent.
Synthes seeks to amend the injunction so
that Synthes is prohibited from using the
infringing products in the treatment of
intertrochanteric fractures only with the
step of interfragmentary compression, an
optional step according to Synthes’ TFN
manual, used in about 25% of cases when
the infringing products are used to treat
intertrochanteric fractures.  In addition to
treating intertrochanteric fractures, TFN
products are promoted and used for other
indications, some of which may be accom-
panied by the optional step of interfrag-
mentary compression.  In particular, the
Buttress/Compression Nut is suitable for
uses outside the scope of the 8406 patent.
Specifically, it was designed for advancing
the TFN guide sleeve toward the lateral
cortex of the femur before the insertion of
the helical blade, and it may also be used

to accomplish interfragmentary compres-
sion.  (Tr. at 1665:1–21.)

Synthes also requests that the injunction
be tailored more narrowly to state the
adjudicated products enjoined, rather than
identifying the versions found not to in-
fringe and enjoining the remainder.
Synthes argues that paragraphs (i) and (ii)
of the injunction should be limited to the
patent claims asserted by Smith & Neph-
ew and considered by the court.

In its opposition, Smith & Nephew ar-
gues that the TFN and the PFN products
were specifically designed to be used with
the step of interfragmentary compression
and that, because the insertion of the TFN
into the femur bone normally makes the
fracture worse, using the TFN products
effectively necessitates compression.
Smith & Nephew points to the broad dis-
cretion courts have in fashioning the scope
of permanent injunctions.

The parties agree that the geographic
scope of the injunction should be more
clearly limited to the United States of
America.

II. Applicable Legal Standard

[16, 17] A party seeking to amend or
alter a judgment, pursuant to Fed.R.Civ.P.
59(e), must show that the district court
committed ‘‘a clear error of law,’’ or that
there is ‘‘newly discovered evidence, an
intervening change in controlling law, or
TTT manifest injustice.’’ Al–Sadoon v. FISI
Madison Fin. Corp., 188 F.Supp.2d 899,
901 (M.D.Tenn.2002).  Here, Synthes ar-
gues that the motion should be granted to
correct a clear error of law in the scope of
the permanent injunction.  Under this
test, a motion to alter or amend may be
granted only if its proponent demonstrates
the manifest error of law or fact.  Ara-
chnid Inc. v. Valley Recreation Prods.,
1993 WL 157412, 1993 U.S.App. LEXIS
11743 (Fed.Cir.1993);  Starter Corp. v.
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Converse, Inc., 170 F.3d 286 (2d Cir.1999).
See also Doe v. Patton, 381 F.Supp.2d 595,
605 (E.D.Ky.2005);  Chemetall GmbH v.
ZR Energy, Inc., 2001 WL 1104604, 2001
U.S. Dist. LEXIS 23716 (N.D.Ill.2001).

[18, 19] Upon a finding of patent in-
fringement, an injunction may be issued to
enjoin the infringing acts which constitute
direct, induced, or contributory infringe-
ment during the term of the infringed
patent.  Joy Techs. Inc. v. Flakt, Inc., 6
F.3d 770, 777 (Fed.Cir.1993).  Given its
broad discretionary powers in shaping the
scope of an injunction, the district court
must ensure that the injunctive relief
granted is effective, and the court is per-
mitted to proscribe activities that, standing
alone, are allowed, if those activities are
connected to the infringing conduct and
the proscription is necessary to correct or
mitigate the effects of past infringement.
United States v. Loew’s, Inc., 371 U.S. 38,
53, 83 S.Ct. 97, 9 L.Ed.2d 11 (1962) (over-
ruled in part, on other grounds, by Illinois
Tool Works Inc v. Indep.  Ink, Inc., 547
U.S. 28, 126 S.Ct. 1281, 164 L.Ed.2d 26
(2006)).  See also Washington Legal
Found. v. Henney, 56 F.Supp.2d 81
(D.D.C.1999);  Washington Legal Found.
v. Friedman, 36 F.Supp.2d 16 (D.D.C.
1999).

[20] In patent infringement cases, dis-
trict courts have discretion in issuing in-
junctions to ensure that they prevent fur-
ther patent violations, on such terms as
the court deems reasonable.  35 U.S.C.
§ 283.  A district court is in the best
position to draft the scope of an injunction
and can enjoin activities that ‘‘do not them-
selves constitute infringement’’ if neces-
sary to prevent infringement.  Johns Hop-
kins Univ. v. CellPro, Inc., 152 F.3d 1342,
1365–66 (Fed.Cir.1998);  Int’l Rectifier
Corp. v. IXYS Corp., 383 F.3d 1312, 1317
(Fed.Cir.2004).

III. Analysis

1. Compression

[21] The 8663 patent describes compo-
nents of an apparatus for treating frac-
tures of the femur.  Claim 1(e) of the 8406
patent describes a ‘‘method of treating in-
tertrochanteric fractures’’ that includes the
step of ‘‘compressing the fracture using
the bone screw while maintaining continu-
ous sliding contact.’’  In its Memorandum
Opinion, the court discussed the patent
limitation of active (i.e. interfragmentary)
compression, but did not explicitly refer to
the compression step in its conclusion
about which Synthes products infringe
which elements of the Smith & Nephew
patents.  The court stated that, when us-
ing the TFN product, ‘‘a surgeon may
compress a fracture by twisting the But-
tress/Compression Nut,’’ and indeed, that
the ‘‘TFN is intended to permit sliding
compression.’’  (Mem. Op. at 46–47.)  Only
products using the type of compression
specified in claim 1(e) can infringe the 8406
patent.  The record shows that TFN and
PFN products can be used with or without
interfragmentary compression and that
various methods of obtaining compression
are feasible.

Smith & Nephew demonstrated during
trial that the interfragmentary compres-
sion step may be essential for surgeons to
use the TFN products effectively.  As Dr.
Albert, a Smith & Nephew expert, ex-
plained, ‘‘sometimes during the operation
[i.e. the insertion of the TFN nail] the
fracture is actually pulled apart by the
operative procedure and the surgeon can
then produce some compression of the
screw during the operative procedure.’’
(Tr. at 252:  18–22.)  Synthes acknowl-
edged that the TFN product has a ‘‘ten-
dency to distract a fracture by impacting
the Helical Blade during insertion’’ of the
product, further damaging the femur.
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(Defs.’ Proposed Findings of Fact, DFF
184.)  In fact, Dr. Turen, Synthes’ expert,
testified that hammering the helical blade
of the TFN into an intertrochanteric frac-
ture typically worsens the fracture, requir-
ing interfragmentary compression to pull
the fracture pieces back together.  (Tr. at
1189–93.)  Dr. Albert and Mr. Hall, anoth-
er expert, agreed.  (Tr. at 377–78 and
1669:  17–22.)  Typically, the compression
step is not optional.  Instead, it may be
necessary for surgeons to use the TFN
products effectively to treat intertrochan-
teric fractures.

Because Synthes has designed products
and then taught the medical community to
use those products in an infringing man-
ner, it would work a manifest injustice to
allow continued infringement.  To limit the
scope of the injunction to the use of TFN
and PFN products only with the step of
interfragmentary compression would be an
insufficient remedy.  Merely modifying the
instructional materials will not undo the
years of infringement.  Doctors who have
used the TFN and PFN products for years
in an infringing manner are not likely to
stop infringing if the injunction is limited
to the use of TFN and PFN products with
the step of interfragmentary compression.
Enforcement would be problematic.  Sur-
geons typically do not decide to use the
interfragmentary compression step until
they have begun the surgical procedure by
inserting the product into the femur.  Giv-
en that many of these treatments are trau-
ma surgeries, surgeons are more likely to
use the interfragmentary compression
step, if indicated, than to stop the proce-
dure altogether.

Although the record shows that com-
pression is not always essential and can be
achieved in various ways, revising the in-
junction to enjoin use of the TFN and
PFN products with the step of interfrag-
mentary compression will not effectively

prevent future infringement.  The court
finds neither manifest error nor manifest
injustice to Synthes in the broader lan-
guage of the injunction as issued.  There-
fore, Synthes’ request to alter or amend
the permanent injunction to refer to inter-
fragmentary compression is denied.

2. Definition of Infringing Products

The definition of the infringing products
in the injunction corresponds to the defini-
tion used by the court in its Memorandum
Opinion.  The court did not commit a man-
ifest error of law or of fact in using the
same definition in its injunction, and there
is no evidence of manifest injustice to
Synthes in denying Synthes’ motion to
amend the infringing product definitions.

3. The Patent Claims Asserted

Synthes argues that claim 4 of the 8663
patent and claims 4 and 8 of the 8406
patent were never asserted or adjudicated.
That is correct, but Synthes’ argument
appears more syntactic than substantive.
The court has used very specific language
to enjoin Synthes from engaging in very
specific conduct.  The conduct addressed
is no broader than necessary for practical
enforcement of the remedy.  Because
Synthes has been found to infringe both
patents, it is prohibited from further in-
fringement.  There is no manifest error of
fact or law in the scope of the injunction in
this respect, and the injunction need not
be altered to prevent any manifest injus-
tice to Synthes.

4. Geographic Scope

The parties agree that the scope of the
injunction should be limited to the United
States of America.  The court corrects a
manifest error, and amends the scope of
the injunction accordingly.
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IV. Conclusion

Limiting the scope of the injunction to
the use of TFN and PFN with the step of
interfragmentary compression is impracti-
cal.  A broader injunction is required to
protect the public, to provide an adequate
remedy to Smith & Nephew, and to pre-
vent continued infringement by Synthes.
The scope of the injunction is not manifest-
ly erroneous insofar as it addresses the
patent claims encompassed and the defini-
tion of the infringing products.  Defen-
dant’s request to amend or alter the per-
manent injunction is GRANTED IN
PART to amend its geographic scope and
DENIED in all other respects.  There-
fore, the permanent injunction issued on
September 28, 2006 (Docket No. 294 at 11–
14)is amended and shall read as follows:

IT IS THEREFORE ORDERED
THAT Defendants, their officers, agents,
servants, employees, attorneys and those
persons in active concert or participation
with them who receive actual notice of this
Order by personal service or otherwise are
hereby ENJOINED

(i) for the life of the 8663 patent, from
infringing, inducing the infringement of,
and contributorily infringing in the Unit-
ed States of America, through the manu-
facturing, selling, using, offering for
sale, importing, distributing or promot-
ing (A) any version of the Trochanteric
Fixation Nail products and colorable
variations thereof (except (1) fluted ver-
sions and (2) versions that have an 11
mm or a 12 mm diameter) (hereinafter,
the ‘‘TFN products’’) and (B) any ver-
sion of the Proximal Femoral Nail prod-
ucts and colorable variations thereof (ex-
cept (1) versions that are solid and non-
cannulated and (2) fluted versions)
(hereinafter, the ‘‘PFN products’’), as
used for the treatment of intertrochan-
teric fractures, and from otherwise in-

fringing or inducing others to infringe
the 8663 patent;
(ii) for the life of the 8406 patent, from
infringing or actively inducing the in-
fringement in the United States of
America, through the use, selling, offer-
ing to sell, promoting or marketing (A)
any version of the TFN products and
(B) any version of the PFN products,
indicated for use in the treatment of
intertrochanteric fractures, and from
otherwise infringing or inducing others
to infringe the 8406 patent;  and
(iii) for the life of the 8406 patent, from
further publication or distribution of any
product manual, sales literature, instru-
mentation, videos or other instructional
or promotional materials distributed in
the United States of America that de-
scribe or depict how (A) any version of
the TFN products or (B) any version of
the PFN products, designed, manufac-
tured, sold or offered for sale by the
Defendants, their officers, agents, em-
ployees, successors or assigns, may be
used to treat intertrochanteric fractures
(collectively, ‘‘instructional materials’’),
and are further enjoined from communi-
cating in any manner to any potential or
actual purchaser or user in the United
States of America of (A) any version of
the TFN products or (B) any version of
the PFN products that such products
may be used to treat intertrochanteric
fractures.

IT IS FURTHER ORDERED that Defen-
dants, within thirty days of the issuance of
this Order, sequester all instructional ma-
terials, and all surgical instrumentation for
use or distribution in the United States of
America within Defendants’ possession, ti-
tle, custody or control especially designed
and adapted for using (A) any version of
the TFN products or (B) any version of
the PFN products, in a method treating
intertrochanteric fractures, and revise in-
structional materials for use or distribution
in the United States of America to elimi-



991GRAY v. BURKE
Cite as 466 F.Supp.2d 991 (N.D.Ill. 2006)

nate any reference to the use of (A) any
version of the TFN products or (B) any
version of the PFN products, for treat-
ment of intertrochanteric fractures.

Defendants are FURTHER OR-
DERED to provide notice of this Order to
their officers, directors, agents, servants,
representatives, attorneys, employees, sub-
sidiaries and affiliates, and those persons
in active concert or participation with
them, including any manufacturers, dis-
tributors, retailers, and health care provid-
ers who have been involved in the making,
using, selling, offering for sale in or im-
porting into the United States of America
of (A) any version of the TFN products or
(B) any version of the PFN products, used
to treat intertrochanteric fractures, and to
all other persons or entities involved in
any way with the making, using, selling,
offering for sale in or importing into the
United States of America of (A) any ver-
sion of the TFN products or (B) any ver-
sion of the PFN products, used to treat
intertrochanteric fractures, and to notify
all persons or entities known by Defen-
dants to lease, own or control surgical
instrumentation provided by Defendants
for use in inserting into a patient TFN
products or PFN products that such in-
strumentation may not be used in the
United States of America to insert into a
patient (A) any version of the TFN prod-
ucts, or (B) any version of the PFN prod-
ucts, to treat intertrochanteric fractures.
Defendants shall take whatever means are
necessary or appropriate to ensure proper
compliance with this Order.

All relief not specifically granted herein
is denied.  This is a Final Judgment and is
appealable.

So ordered this 27th day of October
2006.

,
 

 

Sherine GRAY, Plaintiff,

v.

Jeffrey BURKE, et al., Defendants.

No. 05 C 59.

United States District Court,
N.D. Illinois,

Eastern Division.

Oct. 31, 2006.

Background:  Driver sued police officers
and city under § 1983, alleging that offi-
cers violated her due process rights and
falsely arrested her for theft of services
after she refused to pay parking fee upon
exiting parking facility, and under state
law, alleging malicious prosecution, false
arrest, and false imprisonment. Officers
and city moved for summary judgment.

Holdings:  The District Court, Moran,
Senior District Judge, held that:

(1) police had probable cause to arrest
driver for theft of services;

(2) Section 1983 claim for false was barred
by Heck v. Humphrey; and

(3) driver failed to establish malicious
prosecution under Illinois law.

Motion granted.

1. Civil Rights O1088(4)

A plaintiff cannot maintain a § 1983
action for false arrest if there is probable
cause for her arrest.  U.S.C.A. Const.
Amend. 4; 42 U.S.C.A. § 1983.

2. Arrest O63.4(2)

A finding of probable cause to arrest
does not require evidence that would sup-
port a conviction.  U.S.C.A. Const.Amend.
4.


